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DETAILED ACTION 



Prelim. Amdt/Amendment 



1 . Receipt is acknowledged of the Preliminary Amendment filed 1 8 October 2002. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 



Specification 

3. This application does not contain an abstract of the disclosure as required by 37 
CFR 1.72(b). An abstract on a separate sheet is required. 



Claim Objections 

Claims 1 and 7 is objected to because of the following informalities: 
Re claim 1, line 4: Substitute "this slot" with - the slot -. 
Re claim 7, line 2: Substitute "the printing" with - printing -. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 
5. Claims 3-5 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Re claim 3, line 1: "the etched surface" lacks antecedent basis. 
Re claim 4, line 1 : "the etched surface" lacks antecedent basis. 
Re claim 5, line 1: "the etched surface" lacks antecedent basis. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Orihara 
et al (US 5,705,852) in view of Fidalgo (US 5,671,525). 

Re claims 1-6 and 8, Orihara et al discloses an electronic circuit including a planar basel, 
an antenna 2 attached on a first surface on the basel; and a chip 6 connected to the antenna 2 by 
connection wires 9 (figs. 5A & 5B), or by connecting bumps [6a, 6b] and connecting terminals 
[2a, 2b] followed by heating, which serves a welding beads; characterized in that a double faced 
adhesive 5 is glued on one of the base surfaces; and wherein the base 1 is formed of polyester 
film, which is flexible (fig. lb; col. 3, lines 45+). 
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Orihara fails to teach or fairly suggest a slot being made in the double faced adhesive and 
the chip being arranged at least partially in the slot, and the chip and the wires being covered 
with a drop of resin. 

Fidalgo teaches the above limitation with layer 4 having a cavity/slot 17 where an 
electronic module disposed the chip and the wires being protected with resin 14 (fig. 7; col. 4, 
lines 1+ and col. 5, lines 20-55). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Fidalgo into the teachings of Orihara in order 
to provide Orihara with a more compact system, wherein by having the chip/electronic module 
disposed in a slot/cavity within the adhesive layer reduces the thickness of the card and reduces 
the amount of adhesive used therein, thus reducing the cost of manufacturing the IC card. 
Furthermore, such modification would provide Orihara with a better protection of the chip/IC 
module from the outside environment due to its hard resin. Accordingly, such modification 
would have been an obvious extension as taught by Orihara, and therefore an obvious expedient. 
8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Orihara as 
modified by Fidalgo as applied to claim 1 above, and further in view of Hara et al (US 
4,727,246). The teachings of Orihara as modified by Fidalgo have been discussed above. 

Re claims 2 and 5, Orihara/Fidalgo disclosed the chip 6 connected to the antenna 2 by, 
but fails to teach or fairly suggest the surface of the base, which does not receive the double 
faced adhesive is provided to receive printing of a pattern of a text or of a code. 
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Hara et al teaches the above limitation with the surface of the base, which does not 
receive the double faced adhesive is provided to receive printing of a pattern of a code 41 (figs. 6 
& 12; col. 8, lines 40+). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Hara et al into the teachings of 
Orihara/Fidalgo in order to provide Orihara/Fidalgo with a more secure system wherein each 
card has its unique identification code (e.g., a holder code, etc.). Furthermore, such modification 
would have been an obvious engineer design variations for aesthetic and security purposes, in 
which the card appearance is covered with pattern of a text, such as the holder's name and the 
service name, etc., thus the name of the card's holder can be recognized readily just by looking 
its cover, preventing fraudulent use in the event of lost/stolen/misplaced. Accordingly, such 
modification would have been an obvious extension as taught by Orihara/Fidalgo, and therefore 
an obvious expedient. 



Conclusion 



9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

The patents to Haghiri-Tehrani et al (US 5,962,840); Mande (US 6,173,898); Fidalgo (US 
5,598,032); Murohara (US 6,089,461); Iwasaki (US 5,612,532); Launay (EP 0,908,843); 
Dokochi et al (JP 09/030,169); Iohara (JP 2000,251,041); O'Malley et al (US 6,049,463); 
Orihara et al (JP 08/287,208); Kurachi et al (JP 10/315,668); Ochiai et al (JP 10/278,458); 
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Takahashi (JP 11/034,563); Kuwamoto et al (JP 11/120,313); Ishizaka et al (JP 11/135,458); 
Kobayashi et al (JP 11/139,054) are cited as of interest and illustrate a similar structure to a self- 
adhesive electronic circuit. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Uyen-Chau N. Le whose telephone number is 703-306-5588. 
The examiner can normally be reached on M, W, F, SAT 6:00-1 1 :00 and T, TH 8:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL G LEE can be reached on (703) 305-3503. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-308-7722 for regular 
communications and 703-308-7724 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0956. 
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